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REQUEST FOR RECONSIDERATION 
(PREMATURENESS OF FINAL REJECTION - MPEP §706.07(c)) 

Action Requested 

Applicants request that the finality of the Office Action mailed January 9, 2004 (paper 
no. 3 1) be withdrawn and prosecution on the present application be reopened. 
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Points to be Reviewed 

Whether the Office Action mailed January 9, 2004 was made final prematurely, given 
that a new ground of rejection of claims 5, 45 and 62 was entered in that Office Action. 

Summary of Facts Involved 

The Examiner in the Office Action mailed January 9, 2004 introduced a new ground of rejection 
of claims 5, 45 and 62, but made that Office Action final. 

This rejection was not necessitated by Applicants amendments - Applicants did not amend any 
claim after any Office Action, much less amend claims 5, 45 and 62. 

This rejection also was not necessitated by any information submitted by Applicants - the 
rejection was not based on information submitted in an IDS filed during the period set forth in 37 
CFR 1.97(c). 

Full Statement of Facts Involved 

In the First Office Action (mailed May 17, 2001) and the Second Office Action (mailed February 
14, 2002), all claims were rejected in light of either: 
Logan , 

Logan and Saxe, or 
Logan and Weinblatt . 

Applicants filed an Appeal Brief, and the Examiner reopened prosecution to enter a new ground 
of rejection in the Third Office Action. In the Third Office Action (mailed April 22, 2003), all 
claims were rejected in light of either: 
Myhre, 

Myhre and Saxe , or 
Mvhre and Weinblatt . 

Applicants did not amend any claims after the Third Office Action (or after any other Office 
Action for that matter) 
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Then, in the Fourth Office Action (mailed January 9, 2004), claims 5, 45 and 62 were rejected in 
view of a new combination of: 
Myhre and Logan . 

This was a new rejection of claims 5, 45 and 62. In fact, Myhre and Logan were never 
previously combined in any rejection of any claim. 

Despite the new grounds of rejection, this Fourth Office Action was made final. No reasoning 
was provided for why this Office Action was made final. 



Arguments and Authorities 

According to MPEP 706.07(a) (8 th Ed., rev. 1, Feb. 2003): 

"second or any subsequent actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection that is neither necessitated by applicant's 
amendment of the claims nor based on information submitted in an information 
disclosure statement filed during the period set forth in 37 CFR 1.97(c) with the fee set 
forth in 37 CFR 1.1 7(p)." 

(emphasis added) 

The Fourth Office Action introduced a new ground of rejection (claims 5, 45 and 62 were 
rejected in light of a combination of Myhre and Logan ). This new rejection was neither 
necessitated by applicant's amendment of the claims (Applicants did not amend the claims) nor 
based on information submitted in an information disclosure statement filed during the period set 
forth in 37 CFR 1 .97(c) with the fee set forth in 37 CFR 1.1 7(p) (neither Myhre nor Logan was 
submitted in any such EDS). 



98-109 RQ 01.28.04 



3 



4 




PATENT 



Application Serial No.: 09/2 19,267 
Attorney Docket No.: 98-109 



Conclusion 



For the foregoing reasons it is submitted that all of the claims are now in condition for 
allowance and the Examiner's early re-examination and reconsideration are respectfully 
requested. 

Alternatively, if there remains any question regarding the present application or any of 
the cited references, or if the Examiner has any further suggestions for expediting allowance of 
the present application, the Examiner is cordially requested to contact Dean Alderucci at 
telephone number 203-461-7337 or via electronic mail at Alderucci@WalkerDigital.com. 

While no fees are believed to be due at this time, please charge any fees that may be 
required for this Request for Reconsideration to Deposit Account No. 50-0271 . Furthermore, 
should an extension of time be required, please grant any extension of time which may be 
required to make this Amendment timely, and please charge any fee for such an extension to 
Deposit Account No. 50-0271 . 



Respectfully submitted, 



January 28, 2004 
Date 




Attorney for Applicants 
Registration No. 40,484 



Alderucci@walkerdigital.com 
Walker Digital, LLC 



(203) 461-7337 /voice 
(203) 461-7300 /fax 
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